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(III) 

LETTER OF TRANSMITTAL 

THE WHITE HOUSE, November 13, 2006. 
To the Senate of the United States: 

With a view to receiving the advice and consent of the Senate to 
ratification, I transmit herewith the Geneva Act of the Hague 
Agreement Concerning the International Registration of Industrial 
Designs (the ‘‘Agreement’’), adopted in Geneva on July 2, 1999, and 
signed by the United States on July 6, 1999. I also transmit, for 
the information of the Senate, a report of the Department of State 
with respect to the Agreement. 

This Agreement promotes the ability of U.S. design owners to 
protect their industrial designs by allowing them to obtain multi-
national design protection through a single deposit procedure. 
Under the Agreement, U.S. design owners would be able to file for 
design registration in any number of the Contracting Parties with 
a single standardized application in English at either the U.S. Pat-
ent and Trademark Office or at the International Bureau of the 
World Intellectual Property Organization (WIPO). Similarly, re-
newal of a design registration in each Contracting Party may be 
made by filing a single request along with payment of the appro-
priate fees at the International Bureau of WIPO. This Agreement 
should make access to international protection of industrial designs 
more readily available to U.S. businesses. 

In the event that the Senate provides its consent to ratify the 
Agreement, the United States would not deposit its instrument of 
ratification until the necessary implementing legal structure has 
been established domestically. 

I recommend that the Senate give early and favorable consider-
ation to this Agreement and give its advice and consent to its rati-
fication, subject to the declarations described in the accompanying 
report of the Department of State. 

GEORGE W. BUSH. 
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(V) 

LETTER OF SUBMITTAL 

DEPARTMENT OF STATE, 
Washington, April 14, 2006. 

The PRESIDENT, 
The White House. 

THE PRESIDENT: I have the honor hereby to submit to you, with 
a view to its transmittal to the Senate for advice and consent to 
ratification, the Geneva Act of the Hague Agreement Concerning 
the International Registration of Industrial Designs (hereinafter 
the ‘‘Agreement’’), adopted at Geneva, July 2, 1999. This treaty was 
adopted under the auspices of the World Intellectual Property Or-
ganization (‘‘WIPO’’) with the objective of simplifying the process of 
seeking protection for designs in multiple countries. 

The Agreement traces its roots to the Hague Agreement Con-
cerning the International Deposit of Industrial Designs done at The 
Hague, Netherlands, on November 6, 1925, which entered into 
force in 1928, and was revised numerous times. For the 42 current 
member states of the Hague Union, these existing agreements fa-
cilitate the obtainment of intellectual property protection for indus-
trial designs by allowing multinational patent protection in a num-
ber of countries through a single ‘‘international deposit’’ procedure. 
However, these Acts did not meet the needs of nations, such as the 
United States, that review each application individually. This 
Agreement allows the United States to partake in the benefits of 
facilitating multinational design protection for applicants while 
continuing its system of individual review. 

The Department of Commerce and the Office of the United 
States Trade Representative join the Department of State in re-
questing that the Geneva Act of the Hague Agreement Concerning 
the International Registration of Industrial Designs be transmitted 
to the Senate for its advice and consent to ratification as soon as 
possible, subject to the declarations described in the enclosed docu-
ment. 

Respectfully submitted. 
CONDOLEEZZA RICE. 

Enclosure: Key Provisions of the Geneva Act of the Hague Agree-
ment Concerning the International Registration of Industrial De-
signs. 
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(VI) 

KEY PROVISIONS OF THE GENEVA ACT OF THE HAGUE AGREEMENT 
CONCERNING THE INTERNATIONAL REGISTRATION OF INDUSTRIAL 
DESIGNS 

THE OPERATION OF THE TREATY 

The Agreement will permit a U.S. design applicant to file for pro-
tection in any of the Contracting Parties, including the United 
States, by filing a single standardized application in English. Pur-
suant to Articles 3 and 4( 1) of the Agreement, any person who is 
a national of or is domiciled in the United States may file an inter-
national design application with the United States Patent and 
Trademark Office (USPTO) or directly with the International Bu-
reau (IB) of the World Intellectual Property Organization (WIPO). 
The filing date of the international design application is the date 
that the application is received by either the IB or the USPTO (Ar-
ticle 9(1) and Rule 13(3)). 

The USPTO must transmit any application to the IB within one 
month from the date on which the USPTO receives it. If, however, 
a security clearance is required by law, then the USPTO can notify 
the Director General of WIPO (Director General) as to this fact, 
and the USPTO has six months to transmit the application to the 
lB. 

Article 5(1) sets forth the mandatory requirements as to the con-
tents of an international design application. Article 5(2) provides 
additional mandatory contents as to Contracting Parties that have 
an intellectual property office that is an Examining Office, such as 
the USPTO. 

The Agreement also provides a basis for rights of priority with 
regard to international design applications filed under the Agree-
ment. Article 6(1) states that the application may contain a dec-
laration under Article 4 of the Paris Convention for the Protection 
of Industrial Property (1967) claiming the priority of one or more 
earlier applications filed in or for any country party to the Paris 
Convention or any member of the World Trade Organization. Arti-
cle 6(2) provides that an international design application is 
deemed, as from its filing date and regardless of its subsequent 
fate, equivalent to a regular filing within the meaning of Article 4 
of the Paris Convention. Thereby, international design applications 
under the Agreement may serve as a basis for claiming priority in 
a national or regional application. 

Article 7 states that the fees shall include a designation fee for 
each designated Contracting Party. However, any Contracting 
Party, such as the United States, whose Office is an Examining Of-
fice, may declare that the prescribed designation fees be replaced 
by an individual designation fee, which may be payable in two 
parts. 
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VII 

According to Article 10(1) and Rule 15 of the Agreement, the IB 
will register each design that is the subject of an international de-
sign application immediately upon receipt by the IB of the applica-
tion. The general rule under Article 10(2) is that the date of the 
international registration will be the filing date of the application, 
provided it is complete and complies with the mandatory require-
ments of the Agreement. Pursuant to Article 9(3) and Rule 14, if 
the application contains any of the following missing parts or irreg-
ularities, the date of the international registration is the date on 
which the correction is received by the IB: (1) the application is not 
in a prescribed language (English or French); (2) the application 
lacks any indication that registration under the Agreement is 
sought; (3) the application is missing indications allowing the iden-
tity of the applicant to be established; (4) the application lacks a 
reproduction, or a specimen, as required; or (5) the application does 
not contain the designation of at least one Contracting Party. If an 
irregularity is discovered other than the five listed above, the inter-
national registration date is the filing date, provided that the irreg-
ularity is corrected within the prescribed time limit of three 
months. If not corrected within the time limit, the application is 
considered abandoned. However, pursuant to Article 8(2)(b), if the 
irregularity relates to additional elements that may be required by 
an Examining Office, or to a special requirement notified to the Di-
rector General by a Contracting Party, and the applicant has not 
complied within the prescribed time limit of three months, the ap-
plication is merely deemed not to contain the designation of the 
concerned Contracting Party. 

In accordance with Article 10(3) and Rule 17, the IB will nor-
mally publish the international registration within six months of 
the registration date, unless the applicant requests that the publi-
cation be made immediately after the registration. Article 11 (1) 
and Rule 16( 1) provide that applicants may also request deferment 
of publication, which shall be granted for a period of less than 30 
months from the filing date if such deferment is allowed by the 
laws of all the Contracting Parties designated in an application. 
Article 11 (1)(b) provides that where a Contracting Party does not 
provide for the deferment of the publication of an industrial design, 
as is the case in the United States, the Contracting Party shall no-
tify the Director General of that fact in a declaration. 

Pursuant to Article 12( 1), the USPTO may refuse registration, 
in whole or in part, of the international registration, when the con-
ditions for the grant of protection under the laws of the United 
States are not met. Under Article 12(2), the refusal shall be com-
municated by the USPTO to the IB within the prescribed period of 
six months from the date on which the IB sends to the USPTO a 
copy of the publication of the international registration, as set forth 
in Rule 18(1)(a). However, the USPTO, as an Examining Office, 
may notify the Director General that the period for refusal for the 
United States shall be 12 months. 

According to Article 14(2) and Rule 18(1), if the USPTO does not 
communicate a notification of refusal, the international registration 
will have the same effect as a grant of protection for the industrial 
design under the laws of the United States at the latest on the last 
day of the period in which USPTO could have transmitted a notice 
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VIII 

of refusal to the IB. However, if the USPTO unintentionally does 
not communicate a notice of refusal within that time period, the 
USPTO may notify the IB and communicate the decision to the 
holder of the international registration promptly thereafter (Rule 
18(1)(c)(ii)). 

Article 14(1) provides that the international registration has the 
same effect in the USPTO as a regularly-filed application for the 
grant of protection of the design under U.S. law. The applicant has 
the same remedies as if the design had been the subject of a U.S. 
national application. Under Article 12(4), the USPTO may with-
draw a notification of refusal, in whole or in part, at any time. 
However, in that case, a grant of protection will ensue from the lat-
est date on which the refusal was withdrawn (see Article 14(2)(b)). 

Article 15 provides that invalidation by the competent authori-
ties in a designated Contracting Party may not be pronounced 
without the right holder having, in good time, the opportunity to 
defend his rights. Additionally, in the United States, the USPTO 
must, where it is aware of the invalidation, notify the IB. Article 
16 provides that the IB must record changes of ownership and 
other matters regarding international registrations and that such 
changes are to have the same effect as if the recording had been 
made in the Office of the concerned Contracting Party. 

Pursuant to Article 17, an international registration shall be ef-
fected for a term of five years from the date of international reg-
istration. Registrations may be renewed for additional terms of five 
years. As long as they are renewed according to Article 17(2), Arti-
cle 17(3) provides that protection shall not terminate before 15 
years from the date of international registration. Renewal requires 
the payment of fees as specified in Rule 24. 

Article 19 sets forth provisions regarding a common patent office 
being substituted for national offices when a group of member 
states agrees to unify domestic legislation on designs. 

Article 20 of the Agreement provides that the Contracting Par-
ties shall be members of the ‘‘same Union as the States party to 
the 1934 Act or the 1960 Act,’’ and Article 21(1) of the Act provides 
that the Contracting Parties shall be members ‘‘of the same Assem-
bly as the States bound by Article 2 of the Complementary Act of 
1967.’’ 

Article 21(2) sets forth the tasks to be performed by the Assem-
bly. These tasks include: dealing with all matters concerning main-
tenance and development of the Union and the implementation of 
the Agreement; exercising rights and performing such tasks as are 
specifically conferred upon it or assigned to it under this Agree-
ment or the Complementary Act of 1967; giving directions to the 
Director General concerning preparations for conferences of revi-
sion and deciding on the convocation of any such conference; 
amending the Regulations; giving the Director General all nec-
essary instructions concerning matters within the competence of 
the Union; adopting the biennial budget and financial regulations 
of the Union; establishing committees and working groups as ap-
propriate; and determining which States and organizations shall be 
admitted to its meetings as observers. 

Article 21(4) sets forth the general voting procedures in the As-
sembly. Each Contracting Party that is a state shall have one vote 
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IX 

and shall vote only in its own name. Any Contracting Party that 
is an intergovernmental organization may vote in place of its mem-
ber states, with a number of votes equal to the number of its mem-
ber states that are party to the Agreement, but no such organiza-
tion may participate in the vote if anyone of its member states ex-
ercises its right to vote, and vice versa. 

Article 21(5) provides that subject to Articles 24(2) and 26(2), the 
decisions of the Assembly require two-thirds of the votes cast (ab-
stentions do not count as votes). However, as is common practice 
in multilateral intellectual property treaties that include provisions 
for an assembly to facilitate treaty implementation, certain provi-
sions of the Agreement may be amended by a super-majority of the 
Assembly, without the need for a revision conference. In particular, 
proposals for the adoption of any amendment to Articles 21, 22, 23, 
and 26 may be submitted by any Contracting Party or the Director 
General. Adoption of amendments to those Articles requires a 
three-fourths majority, except that amendments to Articles 21 and 
26(2) shall require a four-fifths majority. Pursuant to Article 26(3), 
any such amendment enters into force one month after the Director 
General receives written notifications of acceptance from three- 
fourths of those Contracting Parties, which, at the time the amend-
ment was adopted, were members of the Assembly and had the 
right to vote on the amendment. Pursuant to Article 26(3)(c), any 
such amendment that enters into force will bind all the States and 
intergovernmental organizations that are Contracting Parties to 
the Agreement. 

Article 22 details the duties of the International Bureau of WIPO 
as they relate to the Agreement. Pursuant to Article 22(5)(c), the 
Director General and persons designated by the Director General 
shall take part, without the right to vote, in discussions at any re-
vision conference. 

Pursuant to Article 23 of the Agreement, the budget of the Union 
will include income and expenses proper to the Union and its con-
tribution to the budget of expenses to the Unions administered by 
WIPO. Its budget will be established with due regard to the re-
quirements of coordination with the budgets of the other WIPO 
Unions. The finances of the Union include a working capital fund, 
established pursuant to Article 23(5), which will be constituted by 
the excess receipts and, if such excess does not suffice, by a single 
payment made by each member of the Union. 

The USPTO is expected to incur some initial costs for items such 
as new forms and other updates of procedures in order to allow for 
appropriate processing of international design applications under 
the Agreement. However, the Agreement authorizes the United 
States to set an individual designation fee payable in two parts 
that will be equivalent to the filing and issue fees currently 
charged with respect to a regular United States design application. 
The substantive requirements of chapter 16 of title 35 of the 
United States Code, which currently defines the substantive re-
quirements for the patenting of designs, will also apply to inter-
national design applications. Therefore, these fees should cover the 
cost of processing applications filed under the Agreement. Much of 
the examination of an international design application will be the 
same as that of a regular national application for design patent. 
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X 

IMPLEMENTING LEGISLATION 

In the event that the Senate provides its advice and consent to 
ratify this Agreement, the United States would not deposit its in-
strument of ratification until the necessary implementing legal 
structure had been established domestically, so as to ensure that 
the United States was capable of complying with the provisions of 
this Agreement. Such implementation requirements include the en-
actment of legislation, and the promulgation of new regulations by 
the USPTO. 

DECLARATIONS TO ACCOMPANY UNITED STATES RATIFICATION 

The Agreement contemplates that Contracting Parties may make 
declarations with respect to certain articles. The Department of 
State recommends that the United States ratification to the Agree-
ment be accompanied by nine declarations, pursuant to Agreement 
Articles 5(2)(a), 7(2), 11(1)(b), 13(1), 16(2), and 17(3)(c), and Agree-
ment Rules 8(1), 13(4) and 18(1)(b). 

The first listed declaration, authorized under Article 5(2)(a), per-
mits the USPTO, as an Examining Office under the Agreement, to 
declare those additional elements listed in Article 5(2)(b), which it 
requires be included in an application for grant of protection of the 
design. Current United States statutes and regulations governing 
the protection of design patents require: indications concerning the 
identity of the creator of the industrial design that is the subject 
of the application (35 U.S.C. 114, 37 CFR 1.63(a)(3)); a brief de-
scription of the reproduction or of the characteristic features of the 
industrial design (35 U.S.C. 112, 1st paragraph; 37 CFR 
1.154(b)(5)); and a claim (35 USC 111). In addition, Rule 11(3) of 
the Agreement requires that a Party making a declaration under 
Article 5(2)(a) to the effect that a claim is required must specify in 
its declaration the exact wording of the required claim (as found in 
37 CFR 1.153(a)). 

The USPTO has ascertained that a declaration is necessary to 
ensure that its substantive examination of industrial designs is 
maintained. Accordingly, the Department of State recommends 
that the following declaration be included in the U.S. instrument 
of ratification: 

Pursuant to Article 5(2)(a) and Rule 11(3) of the Agree-
ment, the United States declares that it is an Examining 
Office under the Agreement whose law requires that an 
application for the grant of protection to an industrial de-
sign contain: (i) indications concerning the identity of the 
creator of the industrial design that is the subject of the 
application; (ii) a brief description of the reproduction or of 
the characteristic features of the industrial design that is 
the subject of the application; and (iii) a claim. The specific 
wording of the claim shall be in formal terms to the orna-
mental design for the article (specifying name of article) as 
shown, or as shown and described. 

The second declaration, authorized under Article 7(2), authorizes 
a Party whose office is an Examining Office (such as USPTO) to 
declare that its individual designation fee, whose amount is to be 

VerDate Aug 31 2005 06:01 Nov 15, 2006 Jkt 059118 PO 00000 Frm 00010 Fmt 7633 Sfmt 7633 E:\HR\OC\TD021.XXX TD021cc
ol

em
an

 o
n 

P
R

O
D

1P
C

71
 w

ith
 H

E
A

R
IN

G



XI 

indicated in the declaration and can be changed in future declara-
tions, shall replace the designation fee prescribed in the Regula-
tions of the Agreement. In addition, Rule 12(3) provides that a dec-
laration made pursuant to Article 7(2) may also specify that the in-
dividual designation fee be payable in two parts. The first part 
would be paid at the time of filing and the second part would be 
paid at a later date determined by the law of the Contracting 
Party. 

The USPTO has determined that such a declaration is necessary 
in order to keep its fees for processing international design applica-
tions filed under the Agreement the same as those for regularly 
filed national design applications. Further, it is necessary to have 
the fee payable in two parts in order to maintain USPTO’s current 
fee practice that comprises a filing fee, due at the time of filing of 
the application, and an issue fee, due before the patent is to be 
granted. Accordingly, the Department of State recommends that 
the following declaration be included in the U.S. instrument of rati-
fication: 

Pursuant to Article 7(2) and Rule 12(3) of the Agree-
ment, the United States declares that, as an Examining 
Office under the Agreement, the prescribed designation fee 
referred to in Article 7(1) of the Agreement shall be re-
placed by an individual designation fee, that is payable in 
a first part at filing and a second part payable upon allow-
ance of the application. The current amount of the des-
ignation fee is US$790, payable in a first part of US$330 
at filing and a second part of US$460 upon allowance of 
the application. However, for those entities that qualify for 
‘‘small entity’’ status within the meaning of section 41(h) 
of title 35 of the United States Code and section 3 of the 
Small Business Act, the amount of the individual designa-
tion fee is US$395, payable in a first part of US$165 and 
a second part of US$230. In addition, these amounts are 
subject to future changes upon which notification to the 
Director General will be made in future declarations as au-
thorized in Article 7(2) of the Agreement. 

The third declaration, authorized by Article 11(1)(b) of the Agree-
ment, allows the USPTO to notify the Director General that its law 
does not provide for deferment of publications under the Agree-
ment. The USPTO has ascertained that such a declaration is nec-
essary in order to prohibit deferments of publication of inter-
national design registrations designating the United States under 
the Agreement. Accordingly, the Department of State recommends 
that the U.S. instrument of ratification be accompanied by the fol-
lowing declaration: 

Pursuant to Article 11(1)(b) of the Agreement, the 
United States declares that the law of the United States 
does not provide for the deferment of the publication of an 
industrial design. 

The fourth declaration, authorized under Article 13(1) of the 
Agreement, authorizes the USPTO to maintain its restriction of al-
lowing only one independent and distinct design to be claimed in 
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XII 

a single application. The USPTO has ascertained that such a dec-
laration is necessary so that the USPTO may maintain its practice 
of issuing one patent for one design, which is defined by a single 
claim. Accordingly, the Department of State recommends that the 
following declaration be included in the U.S. instrument of ratifica-
tion: 

Pursuant to Article 13(1) of the Agreement, the United 
States declares that its laws require that only one inde-
pendent and distinct design may be claimed in a single ap-
plication. 

The fifth declaration, authorized by Article 16(2) of the Agree-
ment, allows the USPTO to refuse the effect of recordings regard-
ing change of ownership in the international registration until the 
USPTO receives assignment statements or documents. This would 
allow the USPTO to maintain its current practice of requiring that 
a statement to the effect that a conveyance has been made be sub-
mitted to the USPTO and be made available to the public. Under 
U.S. patent law, if such an assignment is not recorded within three 
months, the transfer is void against subsequent bona fide pur-
chasers or mortgagees. This protects subsequent purchasers by al-
lowing them to view the contents of any agreement that purports 
to transfer ownership. 

The USPTO has ascertained that such a declaration is necessary 
in order to maintain its current practice of requiring that assign-
ment documents be provided to the USPTO before they are given 
effect. Accordingly, the Department of State recommends that the 
United States instrument of ratification be accompanied by the fol-
lowing declaration: 

Pursuant to Article 16(2) of the Agreement, the United 
States declares that a recording by the International Bu-
reau under Article 16(1)(i) of the Agreement shall not have 
effect in the United States until the USPTO has received 
the statements or documents recorded thereby. 

The sixth declaration is mandated by Article 17(3)(c) of the 
Agreement. That Article requires that each Contracting Party no-
tify the Director General as to the maximum duration of protection 
provided for by its law. Accordingly, the Department of State rec-
ommends that the U.S. instrument of ratification be accompanied 
by the following declaration: 

Pursuant to Article 17(3)(c) of the Agreement, the 
United States declares that the maximum duration of pro-
tection for designs provided for by its law is 15 years from 
grant. 

The seventh declaration, authorized by Rule 8(1)(a) of the Agree-
ment, allows the USPTO to continue its practice of requiring that 
an application for the protection of an industrial design be filed in 
the name of the creator of the design. In addition, Rule 8(1)(b) 
states that any declaration pursuant to Rule 8(1)(a) specify the 
form and mandatory contents of any statement or document re-
quired for the purposes of that rule. 

The USPTO has determined that such a declaration is necessary 
in order to maintain its current examination practice of requiring 
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XIII 

that the applicant for protection of an industrial design be the cre-
ator of that design. Accordingly, the Department of State rec-
ommends that the United States instrument of ratification be ac-
companied by the following declaration: 

Pursuant to Rule 8(1) of the Agreement, the United 
States declares that the law of the United States requires 
that an application for protection of an industrial design 
be filed in the name of the creator of the industrial design. 
The specific form and mandatory contents of a statement 
required for the purposes of Rule 8(2) of the Agreement 
are contained in section 1.63 of title 37 of the Code of Fed-
eral Regulations of the United States. 

The eighth declaration, authorized by Rule 13(4) of the Agree-
ment, allows the USPTO to notify the Director General that the 
law of the United States requires a security clearance and that the 
period of one month identified in Rule 13(3) for the Office of a Con-
tracting Party to forward an application to the IB, shall be replaced 
by a period of six months. This will allow for time to complete the 
security review of the applications currently required by 35 U.S.C. 
181, et seq. 

The USPTO has ascertained that a declaration is necessary in 
order to ensure that international design applications can be re-
viewed for secrecy and security purposes. Accordingly, the Depart-
ment of State recommends that the following declaration be in-
cluded in the U.S. instrument of ratification: 

Pursuant to Rule 13(4) of the Agreement, the United 
States declares that the period of one month referred to in 
Rule 13(3) of the Agreement shall be replaced by a period 
of six months as to the United States in light of the secu-
rity clearance required by United States law. 

The ninth declaration, authorized by Rule 18(1)(b), allows the 
USPTO, as an Examining Office, to notify the Director General 
that the period of six months for notification of refusal referred to 
in Rule 18(1)(a) shall be replaced by a period of 12 months as to 
the United States. The USPTO has ascertained that such a dec-
laration is necessary in order to maintain the integrity of its sub-
stantive examination procedures for applications filed under the 
Agreement. Accordingly, the Department of State recommends that 
the following declaration be included in the U.S. instrument of rati-
fication: 

Pursuant to Rule 18(1)(b), the United States declares 
that the period of six months referred to in Rule 18(1)(a) 
of the Agreement shall be replaced by a period of twelve 
months with respect to the United States, as the Office of 
the United States is an Examining Office under the Agree-
ment.’’ 
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